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AppMcation No,: 10/667^13 Docket No,; 4459-131 

REMARKS 

Claims 1-lS and 22-26 are pending in the application. The claims remain unchanged 
notwithstanding the Examiner's new grounds of rejection. 

The finality of the Office Action mailed June 14, 2005 is deemed premiature and 
should be withdravvn. In particular, the Examiner's new groxmd of rejection raised against claim 
10 was not necessitated by Applicant's amendments. 

Under present practice, second or any subsequent actions on the merits shall be final, except 
where the examiner introduces a new ground of rejection that is neither necessitated bv applicant's 
amendment of the claims nor based on information sirt>mitted in an infonnation disclosure 
statement filed during the period set forth in 37 CFR 1^7(c) with the fee set forth in 37 CFR 
L17(p). SeeMPEP, section 706.07(a) (emphasis added). : .1„ 

hi this particular case, claim 10 was not amended by the May 23, 2005 Amendment 
Nevertheless, flie Exanwner raised a new ground of rejec^^ against claim 10 in the June 14, 2005 
Office Action. Apparently^ the new ground of rejection against claim 10 was iwt necessitated by 
the May 23, 2005 Amaidment Therefore, the June 14, 2005 Office Action should not be made 
final. 

Additionally, the new groimd of rejection against original claim 10 is based on references 
that were discovered by the Examine and are not information submitted in an information 
disclosure statement filed during the period s^ forth in 37 CFR 1.97(c) with the fee set forth m 57 
CFR L17(p). Therefore, the June 14, 2005 Office Action should not be made final. 

For the above advanced reasons, withdrawal of the finality of the June 14, 2005 Office 
Action is in order. 

The new grounds of rejection against all pending claims are traversed, because the teaching 
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reference of Liu et ai (U.S. Patent Application Publication No. 2004/015041 1 ) is not prior art. The 
earliest effective reference date of Liu et ai is its 35 U.S.C. 102(e) date of January 30, 2003. 
However, this reference date postdates the earliest claimed priority date of the instant plication, 
i.e., October 9, 2002. Therefore, the Liu et al reference is not prior art and cannot be applied 
against the claims of the instant application- Hie new grounds of rejection are absolutely improper 
and should be withdrawn. 

Notwithstanding the above. Applicants will proceed with their remarks reg^iding the 
deficiencies of the primary reference of Buie (U.S. Patent No. 3,768,157). 

With regard to Claim 1 ; 

Claim 1 recites an impedance standard substrate for caiil;>rating a vector network 
analyzer , saidjvector network analyzer including two probes, said impedance standard substrate 
comprising: a first surface; a second surface opposite to the first surface; and a thru-circuit having 
two contacts electrically connected to each other and respectively disposed on the first surface 
and the second surface, wherein the contacts are adapted to electrically connect to the probes. The 
claimed invention is characterized in that the impedance standard substrate is adapted to 
calibrate a vector network analvzen and the tfaru-circiiit has two contac ts electrically 
gAfiTiftctft d to each other . 

However, as shown in FIG. 4b, Buie only disdoses a process of resistor adjustment and 
semiconductor microelectronic device package, wherein the package comprises a base member 13 
for accommodating a chip 10. Thus, the base member 13 of Buie is distinctly different fix>m the 
claimed unpedance standard substrate for calibrating a vector network analyzer . 
Furthermore, as shown in FIG 4b, Buie discloses that the chip 10 is attached to the base element 13, 
the fingers and the chip 10 cannot form a thru-circuit Thus, Buie fails to disclose or suggest that 
the thru-circuit has two contacts electrically connected to each other . 
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TTius, Buie and singly or in combination with other cited references fails to anticipate or 
render the claimed invention obvious, because the base member 13 of Buie Is distinctly different 
from fixe impedance standard substrate of the claimed invention, and Buie fails to disclose the 
thrn-circuit of the claimed invention. 

Accordingly, daim I is distinctly diffia^t fixmi and non-obvioxis over Buie and other cited 
references. 

Wifli reearri tii olgimg 2-9 and 22 : 

Claims 2-9 and 22 depend finom claim 1, and are consid«?ed patentable at least for the 
reason advance with respect tp claim 1 . 

With regard to claim 10 ; ^ ^ Jl 

Claim 10 is considered patentable at least for the similar reason advanced with respect to 
claim 1. 

With regard to claims 11-15 and 23-25 ; 

Claims 11-15 and 23-25 depend from claim 10, and are considered patoitable at least for 
the reason advanced with respect to claim 10. 

With regard to claims 7-9 and 11-13 rejected under 35 U.S.CL 103(a) as being unpatentable 
over Buie (U.S. Patent No. 3,768>157^ in view of Liu et al aJ.S, Publication No. 2004/0150411 
Al> in view of Dunsmore OJJS. Patent No> 6>643>597) : 

Claims 7 and 1 1 recite the impedance standard substrate fiirth^ comprising a pair of open- 
circuits disposed on the first sur&ce and the second surface, respectively. Clauns 8 and 12 recite 
the impedance standard substrate furtha: comprising a pair of short-circuits disposed on the first 
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surface and the second surface, respectively. Claims 9 and 13 recite the impedance standard 
substrate further comprising a pair of load-circuits disposed on the first surface and the second 
sur&ce, respectivdy. 

However^ Buie only discloses that the package comprises a base member 13 for 
accommodating a chip 10 (e,g. shown in FIG. 4b), and Dtmsmore only discloses a short model 
230. an open model 240 and a load model 250 according to a method for calibrating a test 
system (e,g. disclosed in col. 8, line 41 to col. 9 line 2; ooL 10, lines 26-58; coL 10, line 59 to coL 
1 1, Ime 29; and col. 1 1, Imes 30-56). 

According to MPEP. Section 2143; "[t]o establish a prima fede case of obviousness, three 
basic criteria must be met. First, theiSBnust be some suggestion or motivation, either in 
references themselves or in the knowledgei genearally available to one ordinary skill in the art, W 
modify the reference or to combine ref&ence teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or refbnences vfhssa combined) must teach or 
suggest all the claim limitations.'^ — — 

For present case, there is no suggestion or motivation to modify the Buie reference or to 
combine the teadnngs of Buie and Dunsmore^ because the base member of Buie is used for 
accommodating a chip 10. rather for calibratine a test system . Purthmnore, Buie and 
Dunsmore are not combinable absent some reasonable expectation of success. 

Thus, Buie and Dunsmore smgty or in combination fail to render the claimed invention 
obvious. Accordingly, claims 7-9 and 11 -13 are distinctly different from and non-obvious over the 
cited references of Buie and Dunsmore. 

Accordingly, all claims in the present application are believed in condition for allowance 
and eSly and fevorable indication of same*is courteously soIicTted. 
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The Examiner is invited to telephone the undersigned. Applicant's attorney of record, to 
facilitate advancetnetit of the preset application. 

To the extent necessary, a petition for an extoaion of time under 37 CFJl 1J36 is hereby 
ntiade. Please charge any sh<xtage in fees dne in connection with the filing of diis p^er, including 
extension of time fees, to Deposit Account 07-1337 and please credit any excess fees to such 
deposit account. 



■ r-r* • 



Respectfully submitted, 
IX)W]54IAUFrMAN A^BERNER, LLP 
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